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REMARKJS 

Claims 1 - 61 arc pending in iho present Application. Claims 1 8, 20, 23 - 26, 28, 51, 53, 
56 59, and 61 have been cancelled. Claims 1, 2, 12, 13, 16, 19, 21, 22, 27, 29 - 35, 45, 46, 49, 
52, 54, 55, and 60 hwo been amended, and Claims 62 - 75 have been added, leaving Claims 1 - 
1 7, 1 9, 21 , 22, 27, 29 - SO, 52. 54, 55, 60, and 62 75 for consideration upon enJry of the present 
Amendment. The Spccificalion has been amended for clarity and lo address grammatical crmrs. 

Tlie claims have been amended to remove "at least one" from the claims since "a", "an", 
and 'the" have been defined in the application as including plural referents (See Paragraph 
[0010]). Removal of the "at least one" language therefore renders the claim language does not 
chajiJjc the scope oflhc claim and renders the claim language consistent. 

The claims have been amended to furllier claim the present invention, and for consistency 
of ianguagc. Support for these amendment C£in at least be found in the claims as originally filal, 
as well as in Paragraphs [0037] and [0038] as originally filed. 

Claims 62 - 72 have been added to further claim the present invention. Support for these 
new chnms can at least be found in the claims as originally filed, as well as in Paragraphs [0037J 
aiid [0038] as originally filed. 

No ncvv matter has been inlroduccd by these amendments or new claims. 
Reconsideration and allowance of the claims are respectfully requested in view of the above 
amendments und tlio following remarks. 

Claim Rejections U nder 35 U-S,C. S 102(e) 

Claims I ■- 61 stand rejected under 35 U.S.C. § 102(e), as allegedly anticipated by U,S> 
Patent Publication No. 2003/0175488 lo Asthana ct aL Applicant respectfully traverses this 
rejection. 

'I o aniicipate a claim, a reference must disclose each and evciy element of the claim. 
Uwmar Marine v. Varicnl hic, 3 U-S.P.Q-2d 1766 (Fed. Cir. 1987). 

The present application leaches and claims "an adhesive layer comprising an adhesive 
n^at'crial and a resinous copolymer, wherein the adhesive material comprises a polyurcthanc, 
wherein \ho resinous copolymer comprises structural units derived from an alkcnyl aromatic 
conii>ound and a conjugated diene** and also do not disclose "an adhesive layer comprising a 

17 

PA6E1»20'RCVDAT4/412005 6:17:12PM [Eastern Da^^^^^ 



'APR-04-2005 HON 06:30 PM CANTOR COLBURN LLP 



FAX NO. 8602860115 



P. 



RD29605-4 

block copolymer comprising a polyurothano block comprising a structural imit derived from a 
polyiirclh;m<3 and a slyrcnc block comprising a slriicUiml unit derived from slyreiie". Aslhaiia ct 
id, at least fail to specifically teach the adhesive layer as claimed in the present application, 
I'hcrcforc, Asthana ct nl. fail lo anticipate the claims of the present application. Reconsideration 
and withdruM'al ofthis rcjcelion ure respectfully requested. 

Provisiona l Claim rejections U nde r QbviouRncss Tw o Do uble Patenlinp; 

Claims 1 -61 have been provisioniilly rejected under the judicially created doctrine of 
double patenting over Claims 2, 4, 5 • 9, 12 - 1 8, 20 - 23, 26 34, and 40 - 47 of Aslhana ct al. 
Applicanis respectfully disagree. 

It is noted in the Office Action that 

The sutyect malter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on 
ihiU copending application since the referenced copending application and the 
instant application are claiming common subject matter, , . 

Applicants first note that, the disclosure of Ihe copending application is not relevant with 
respect to obviousness type double patenting. The issue with respect lo obviousness type double 
piitcnlins is whether Ihc present claims would be obvious in view of the claims of the copending 
application. Hence the details of what "the reference discloses" are nof relevant. Vox the 
obviousness type double patenting to be established, the lixaniiner must csiMiA\2t prima facie 
case of obviousness over the claims of the copending reference. In the instant application, the 
present chnms are different from the claims of Asthana ct al. There is no showing in the Office 
Action why Ihc present claims would be obvious in view ofthe claims of Asthana ct al. 
Applio^mls cootciid that the present claims arc non-obvious in view of the claims of Asthana ct 
al. 

Additionally, Applicants note thut the Examiner directed the Applicants to MPEP §804. 
MPliF §804. U.B that slates: 

A rcjeclion bfV5C<l upon nonstatutory double palenting is based on a jndicially 
created doctrine grounded in public policy so as to prevent the unjustified or 
improper timewise extension of Ihc right to exclude granted by a patent. 
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However, in the prcsenl silualfon, both applications claim priority to the same filing dale, namely 
November 30, 2001, ond hence ore not trying to obtain an improper extension of tlic riglU to 
cxcliulc others. 

lieconsidcralion and witlidrawal of this provisional rejection are respectfully requosiod. 

It is believed that the foregoing amendments and remarks fiiUy comply with the Ofiico 
Action iuui that the claims herein should now be allowable to Applicants. Accordingly, 
reconsideration and withdrawal of the objeetion(s) and rejcclton(s) and allowance of the case are 
ra<;peciru|ly requested. 

If there arc any additional charges with respect to tliis Amendment or otherwise, please 
charge them to Deposit Account No, 07-0862. 

Respectfully submitted, 
CANTOR COT.BURN LLP 




r^iUc: April 4. 2005 
CAN IX)R C0LT3URN LLP 
55 Griffin Ko:ul South 
nioomncUl, CT 06002 
Tclcplionc (860) 286-2920 
Facsimile (860) 286-0 115 
Customer No.: 23413 
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